Apr-08-08 04 : 46A Doug Nagan 



440 297 Oil© 



P - 03 



Applicaiion/Control Number: 10/035,890 
Art Unit: 3691 



RECEIVED 
CENTRAL FAX CENTER 

APR 0 8 2008 



page 2 



On April 9. 2007, an Office Action was sent to the Applicant rejecting claims 1-10. On 
June2l) 2007 the Applicant responded by amending claims l and 5-7. 

Claim Reject ions 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior an are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains . Patentability shall not be negatived 
by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Cc, 383 U.S. I, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 
35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior an and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1- 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Stolz 
(2003/0125997) in view of Spielmann (7J 13,914). 

Stolz discloses the invention substantially as claimed, as set forth in the previous Office 
Action. Stolz is silent with regard to categories of potential losses including legal and 
technological exposures in business practice, operational procedures, historical 
experience, compliance with regulations, and external threats including infrastructure 
failures and third party actions. Spielmann teaches a method for managing risks 
comprising categories of potential losses including legal and technological exposures in 
business practice, operational procedures, historical experience, compliance with 
regulations, and external threats including infrastructure failures and third party actions 
(col. 3, line 10 to col. 6, line 20— lists all risks). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to incorporate the teachings of 
Spielmann within Stolz for the motivation of identifying and addressing all areas of risk. 

A I though the Examiner has pointed out particular references contained in the 
prior art(s) of record in the body of this action, the specified citations are merely 
representative of the teachings in the art as applied to the specific limitations 
within the individual claim: Since other passages and figures may apply to the 
claimed invention as w ell, it is respectfully requested thai the applicant, in 
preparing the response, to consider fully the enttre references as potentially 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kalinowski Alexander can be reached on (57 1 ) 272-677 1 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-2 1 7-9197 (toll-free), if you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
LALITAM. HAMILTON 
PRIMARY AMJNER 
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